Ik 

United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERC 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/735,892 


12/14/2000 


Takayuki Yamamoto 


Q62230 


5759 



7590 02/20/2004 

SUGHRUE, MION, ZINN, MACPEAK & SEAS, PLLC 
2 1 00 Pennsylvania Avenue, N.W. 
Washington, DC 20037 



EXAMINER 



ZIRKER, DANIEL R 



ART UNIT 



PAPER NUMBER 



1771 

DATE MAILED: 02/20/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Advisory Action 



Application No. 

09/735,892 


Applicant(s) [\ 

YAMAMOTO ET AL. (W) 


Examiner 

Daniel Zirker 


Art Unit 

1771 





-The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 

THE REPLY FILED 04 February 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1 ) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1 .1 14. 

PERIOD FOR REPLY [check either a) or b)] 

a) ^ The period for reply expires 5_months from the mailing date of the final rejection. 

b) □ The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension 
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension 
fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or 
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 



1 .□ A Notice of Appeal was filed on 



Appellant's Brief must be filed within the period set forth in 



37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 
The proposed amendment(s) will not be entered because: 

(a) [3 they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 
issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: See attached NOTE . 
3-D Applicant's reply has overcome the following rejection(s): . 

4. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. ^ The a)d affidavit, b)D exhibit, or c)£3 request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See attached NOTE . 

6. D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the^ Examiner in the final rejection. 

7. [x] For purposes of Appeal, the proposed amendment(s) a)S wiii not be entered or b)Q will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 



Claim(s) rejected: 2,5. . 
Claim(s) withdrawn from consideration: 

8. Q The drawing correction filed on is a)Q approved or b)Q disapproved by the Examiner. 

9. Q Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 

10O Other: DMELZIRKBi n / — 7 ' / 
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NOTE 

1. The Examiner again would like to indicate that the 35 
U.S.C. § 112, second paragraph rejection of record is based upon 
the simple fact that the presence of four consecutive 
"comprising" or "comprises" terms in the independent claim 5 
make, it is respectfully submitted, the claim to be vague, 
indefinite and confusing with respect to what is being claimed. 
Applicants' attempts to overcome this grounds of rejection 
through the insertion of terms such as "comprising, as" and also 
the use of "final" (which also clearly appears to have 
substantive weight with respect to the claimed polymer) are each 
not seen to overcome what the Examiner believes is a relatively 
straightforward exercise in claim draftsmanship. 

2. In addition, with respect to the insertion of a "final 
polymer in the claims, this clearly constitutes, as is seen by 
applicants' remarks (Response, page 5 bottom paragraph, page 6 
top paragraph) a "new issue" in the prosecution. In addition, 
the Examiner believes that his prior art rejection has not 
changed significantly during the entire prosecution history, and 
again refers applicants back to the initial Office action mailed 
June 19, 2 002, Paper No. 5, wherein at paragraph No. 7 the EP 
-470 reference was closely focused upon. The Examiner again 
reiterates that the section of the reference beginning at page 6 
bottom line and continuing on to page 7, line 13, particularly 
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lines 3-6 wherein it is recited that the acrylic copolymer has a 
number average molecular weight ranging from 100,000 to 500,000 
clearly reads upon applicants' claimed pressure sensitive 
adhesive polymer, for reasons already of record. Applicants' 
newly argued distinction that the "final" values of the polymer 
do not read upon the section of the reference the Examiner is 
relying upon are believed clearly not supported by the reference 
section relied upon; in summary, applicants still fail to rebut 
the prima facie case of record. 

3. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel 
Zirker whose telephone number is (571) 272-1486. The examiner 
can normally be reached on Monday -Thursday from 8:30 A.M. to 6:00 
P.M. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Terrel Morris, can be 
reached on (571) 272-1478. The fax phone number for this Group 
is (703) 872-9306. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (571) 272-0994. 

Dzirker : cdc 
February 12, 2 0 04 



